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Applicati n No. 

09/931.489 


Examin r 

Jerry Redman 


Applicant(s) 

MERSCH. GERHARD 


Art Unit 

3634 


The MAILING DATE of this c mmunlcation appears on the c ver sh et with the c rresp nd nee address - 
Peri d f r Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )K Responsive to communication{s) filed on 23 April 2003 . 
2a)n This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) [3 Claim(s) 7-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) K Claim(s) 7-21 is/are reiected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: 3)0 accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) D Notice of Informal Patent Application (PTO-152) 

3) □ Infomnation Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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NOTIFICATION OF NON-COMPLIANCE WITH THE REQUIREMENTS OF 37 CFR 

1.192 


37 CFR 1 .1 92. Appellant's brief. 

(7) Grouping of claims. For each ground of rejection which appellant contests and 
which applies to a group of two or more claims, the Board shall select a single claim 
from the group and shall decide the appeal as to the ground of rejection on the basis of 
that claim alone unless a statement is included that the claims of the group do not stand 
or fall together and, in the argument 

under paragraph (c)(8) of this section, appellant explains why the claims of the group 
are believed to be separately patentable. Merely pointing out differences in what the 
claims cover is not an argument as to why the claims are separately patentable. 

(8) Argument. The contentions of appellant with respect to each of the issues 
presented for review in paragraph (c)(6) of this section, and the basis therefor, with 
citations of the authorities, statutes, and parts of the record relied on. Each issue should 
be treated under a separate heading. 

(i) For each rejection under 35 U.S.C. 112, first paragraph, the argument shall 
specify the errors in the rejection and how the first paragraph of 35 U.S.C. 1 12 is 
complied with, including, as appropriate, how the specification and drawings, if any, 

(A) Describe the subject matter defined by each of the rejected claims, 

(B) Enable any person skilled in the art to make and use the subject matter defined by 
each of the rejected claims, and 
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(C) Set forth the best mode contemplated by the inventor of carrying out his or her 
invention. 

(ii) For each rejection under 35 U.S.C. 112, second paragraph, the argument shall 
specify the errors in the rejection and how the claims particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

(iii) For each rejection under 35 U.S.C. 102, the argument shall specify the errors 
in the rejection and why the rejected claims are patentable under 35 U.S.C. 102, 
including any specific limitations in the rejected claims which are not described in the 
prior art relied upon in the rejection. 

(iv) For each rejection under 35 U.S.C. 103, the argument shall specify the errors 
in the rejection and, if appropriate, the specific limitations in the rejected claims which 
are not described in the prior art relied on in the rejection, and shall explain how such 
limitations render the claimed subject matter unobvious over the prior art. If the rejection 
is based upon a combination of references, the argument shall explain why the 
references, taken as a whole, do not suggest the claimed subject matter, and shall 
include, as may be appropriate, an explanation of why features disclosed in one 
reference may not properly be combined with features disclosed in another reference. A 
general argument that all the limitations are not described in a single reference does not 
satisfy the requirements of this paragraph. 

(v) For any rejection other than those referred to in paragraphs (c){8)(i) to (iv) of this 
section, the argument shall specify the errors in the rejection and the specific limitations 
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in the rejected claims, if appropriate, or other reasons, which cause the rejection to be in 
error. 

(d) If a brief is filed which does not comply with all the requirements of paragraph (c) 
of this section, appellant will be notified of the reasons for non-compliance and provided 
with a period of one month within which to file an amended brief. If appellant does 
not file an amended brief during the one-month period, or files an amended brief which 
does not overcome all the reasons for non-compliance stated in the notification, the 
appeal will stand dismissed. 

In the instant case, the applicant's brief is defective because the grouping of the 
claims are incorrect because group I states that claims 8-15 stand or fall together and in 
the next group (group II) claim 1 1 stands alone. 

Furthermore, the applicant's brief is defective because the applicant argues all of 
the grouping of the claims together and then merely summarizes the groups individually 
later in the brief. 

Any inquiry concerning this communication should be directed to Jerry Redman 
at telephone number 703-308-2120. 



Primary Examiner 


